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In the United States Patent and Trademark Office 

Before the Trademark Trial and Appeal Board 

In the matter of Application Serial No. 86/451,967 

Filed on November 12, 2014 

For the Mark: BUZZR  

Published for Opposition on April 14, 2015 

 

Codename Enterprises, Inc. 

Opposer, 

 

v.        Opposition No. 91223324 

 

Fremantle Media North America, Inc., 

Applicant. 

 

Opposer’s Response to Motions to Compel Discovery and to Test Sufficiency of Response 

Applicant FremantleMedia North America, Inc. (“Applicant”) moved to compel Codename Enterprises, 

Inc.’s (“Opposer”) answers to Applicant’s First Set of Interrogatories, responses to Applicant’s First Set of 

Requests for the Production of Documents and Things, and to test sufficiency of Opposer’s responses to 

Applicant’s First Set of Requests for Admission (collectively the “Discovery Requests”). 

 

Opposer, through its attorney Edward Sussman, requests that the motions be denied for the following 

reasons: 

On February 18, 2016, Opposer, Codename Enterprises ("Opposer") by its attorney Edward Sussman, filed 

a Motion to Suspend these proceedings pursuant to Trademark Rule 2.117 .(a), 37 C.F.R. § 2.117(a) 

because on that same day, February 18, 2016, Opposer, through its attorneys, Archer & Greiner, filed a 

complaint in United States District Court for the Southern District of New York against FremantleMedia 

North America, Inc. for trademark infringement and dilution among other claims, regarding the same mark, 

“BUZZR”, being opposed in the TTAB proceeding. 

 

As stated in 9-500 Gilson on Trademarks 510 (fourth edition, June 2015), “Unless there are unusual 

circumstances, the Board will suspend proceedings in the case before it if the final determination of the 

other proceeding may have a bearing on the issues before the Board”, citing 37 CFR § 2.117(a). See, e.g., 

New Orleans Louisiana Saints LLC & NFL Props. LLC v. Who Dat?, Inc., 99USPQ2d 1550, 1552 (TTAB 

2011) (civil action need not be dispositive of Board proceeding, but only needs to have a bearing on issues 

before the Board); General Motors Corp v. Cadillac Club Fashions, Inc., 22 USPQ2d1933, 1936–37 

(TTAB 1992) (relief sought in federal district court included an order directing Office to cancel registration 

involved in cancellation proceeding); Other Telephone Co. v. Connecticut National Telephone Co., 181 

USPQ 125, 126–27 (TTAB 1974) (decision in civil action for infringement and unfair competition would 

have bearing on outcome of Trademark Act § 2(d) claim before Board), pet. denied, 181 USPQ 779 

(Comm’r 1974).See also Tokaido v. Honda Associates Inc., 179 USPQ 861, 862 (TTAB 1973); Whopper-

Burger, Inc. v. BurgerKing Corp., 171 USPQ 805, 806–07 (TTAB 1971); Martin Beverage Co. v. Colita 

Beverage Corp., 169 USPQ 568, 570 (TTAB 1971). 

Therefore, in light of the overwhelming likelihood that the Motion to Suspend will be granted, and the 
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absence of any arguments to the contrary in Applicant’s Motion to Compel Discovery,  the Motion to 

Compel Discovery should not be considered until after the Motion to Suspend has been ruled on. The 

Applicant has not responded to the Motion to Suspend, instead trying to force a circumvention of the 

relevant case law and Trademark Rule 2.117 (a), 37 C.F.R. § 2.117(a) via its Motion to Compel Discovery. 

 

Applicant has not cited any authority for the proposition that a motion to suspend the proceedings doesn’t 

moot the motion to compel.  Applicant relies on 37 CFR § 2.120(e), which provides that “the filing of a 

motion to compel any disclosure or discovery shall not toll the time for a party to comply with any 

disclosure requirement or to respond to any outstanding discovery requests.”  But the situation described in 

this rule is not what is happening in this proceeding. Opposer has filed a Motion to Suspend, not a Motion 

to Compel Discovery.   

 
Fundamentally, to grant the Applicant’s Applicant’s Motion to Compel Discovery would prejudice 

Opposer’s case in the United States District Court for the Southern District of New York because it would 

provide Defendant with discovery before they even answer the district court complaint. It is precisely to 

avoid these conflicts that absent unusual circumstances, the Board will suspend its proceedings until after a 

ruling in a civil action.   

In an e-mail dated February 24, 2016, Opposer explained this in full to Applicant, attached hereto as 

“Exhibit A”:  

“Notwithstanding our pending motion for a stay, we can, if you wish, serve a response which will consist 

entirely of objections based on the pendency of that motion. Substantively, our objection will be based on 

the continuation of discovery in this or any related TTAB action in view of the pending litigation in the 

Southern District of New York because such disclosure would be prejudicial to Codename Enterprises, Inc. 

in the District Court matter, in which discovery has not yet begun. It is not clear that any interest under the 

Rules is served by our service of such a pro forma response considering that your client is aware of our 

objection, as it has been since the filing of our motion.” (emphasis added.) 

Applicant’s assertion that the Opposer’s request for an extension of Discovery Requests was in “bad faith” 

because it was planning a Motion to Suspend is wholly without merit and relies entirely on circumstantial 

evidence of timing.  

Even if the facts were as alleged by Applicant, Applicant has not cited any authority for its assertion, in 

effect, that an Opposer asking for an extension of discovery, while also contemplating that it might file a 

Motion to Suspend because of the filing of a civil action, is acting in “bad faith.” Such a finding would 

undermine the ample precedent, cited above, that “Unless there are unusual circumstances, the Board will 

suspend proceedings in the case before it if the final determination of the other proceeding may have a 

bearing on the issues before the Board.” See 37 CFR § 2.117(a). If the Applicant wishes to allege “unusual 

circumstances” than it should oppose the Motion to Suspend rather than seek to continue with proceeding 

with procedural maneuvering.  

Notwithstanding the preceding, the reason the extension was requested was exactly as stated in Opposer’s 

e-mail of January 29, 2016 to Applicant, attached hereto as “Exhibit B”, namely: “due to various issues 

with technology, business and outside legal counsel.”  

At the time of the extension request, Opposer was in the midst of the final stages of massive technology 

upgrade, the launch of a redesigned website and an updated product offering (which had been in discussion, 

planning, architecting, designing and development for almost two years). The request was made during the 

exact period of time when discovery was due. In light of the demands of the launch on the engineering and 

business staff, the very same personnel who would need to respond to the Discovery Requests, Opposer 

had a pressing need to request an extension for the technology and business reasons. The technology, re-

design and updated consumer product to be debuted by Opposer were are also directly relevant to many of 

Applicant’s Discovery Requests, which also contributed to Opposer’s decision to request an extension from 

Applicant. 
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In its Cease and Desist letter dated April 15, 2016, Opposer informed Applicant that it had already been 

working for a year on a large-scale project to bring back its self-service consumer platform. The relevant 

first three pages of the Cease and Desist letter are attached hereto as “Exhibit C” (see highlighted text, 

page three).  The redesigned Buzzr.com website, new technology and re-positioned and updated self-

service consumer product offering were announced on the Opposer’s website blog on February 22, 2016, 

attached hereto as “Exhibit D.” Screenshots of the new website and the previous website design are 

attached hereto as “Exhibit E.”   The timing of the launch was coincidental to the due date of the discovery 

requests but precluded a full and timely response without an extension. 

Opposer’s in house counsel, Edward Sussman was also in the midst of consulting with various outside 

counsel about the possibility of a federal district court action.  Opposer had not decided with finality to file 

the district court action, it had not yet hired counsel to represent it in the district court action and it had not 

yet been advised by its eventual outside attorney, Archer & Grenier, that in light of the federal district court 

complaint eventually filed, Opposer should file a Motion to Suspend the Board proceeding and not proceed 

with discovery because it would prejudice the district court action.  

The letter of retainer between Opposer and Archer & Grenier, was executed February 11, 2016, some 13 

days after the Opposer requested the two-week extension from Applicant on January 29, 2016. The letter of 

retainer is privileged communication between attorney and client but can be provided to the Board in 

camera.  But attached hereto, as “Exhibit F” is a redacted e-mail from February 11, 2016, between 

Opposer and its new counsel, Archer & Greneir, hiring them and providing them for the first time with the 

Notice of Opposition, Response by Applicant and discovery requests in this proceeding.  

Finally, in an abundance of caution, Opposer hereby affirms that it will respond in detail to each to 

Applicant’s discovery requests within the next seven business days, with the response explained in its e-

mail to Applicant: it will objection to each request based on the pendency of the Motion to Suspend, with 

the substantive objection that the continuation of discovery in this or any related TTAB action in view of 

the pending litigation in the Southern District of New York would be prejudicial to Codename Enterprises, 

Inc. in the District Court matter, in which discovery has not yet begun.  

Respectfully submitted,        March 15, 2016.   

    

 

/Edward Sussman/ 

________________ 

Edward Sussman 

Codename Enterprises, Inc. 

111 West 67th Street 

New York, NY 10023 

 

ed@buzzr.com 

646-283-9427 
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Certificate of Service 

I hereby certify that a true and complete copy of this Response to Motion to Compel has been e-mailed to 

Applicant in accordance with a written agreement between the parties to accept e-mails in lieu of physical 

service,  

 

Date of E-Mail of Document to Applicant: 3/15/2016 

Name of applicant, attorney certifying mailing:  Edward Sussman 

 

Signature: /Edward Sussman/ 

Edward Sussman 

 

Date of Signing: 3/15/2016 
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 111 west 67

th
 street, suite 20b, new york, ny 10023 

 info@buzzr.com 917-410-1490  
April 15, 2015 

FreeMantle Media North America 

Attn: Thom Beers 

2900 West Alameda Avenue, Suite 800 

Burbank, CA 91505 

Re: Cease and Desist Use of “Buzzr” Trademark 

Dear Mr. Beers, 

I have received your lawyer’s letter of March 18, 2015. I wish to respond from the 

perspective of a CEO, as well as General Counsel, so you can better understand the facts 

of the situation.  I am happy to discuss this matter with you or your counsel, after you 

have considered the following.  

First, please understand that first and foremost, Buzzr started as a consumer Internet 

company, offering its services to the general public, including individuals, families, small 

business owners, sole proprietors, and small non-profits.  This is the consumer profile 

that dominates our customer base, not large, highly sophisticated corporate clients. In 

your lawyer’s letter, he confuses the clientele of Lullabot Inc., our partner and investor, 

with that of Buzzr. Lullabot is a website development agency for some of the largest 

companies in the United States; Buzzr is a wholly independent entity, owned by 

Codename Enterprises Inc., with a product aimed at the mass market. We spent almost 

two years developing this product specifically so it would friendly and accessible to 

ordinary people without any technical sophistication. 

As of March, 2015 there are more than 178 million active websites and 878 million 

hosted names of potential websites on the World Wide Web. Please see Netcraft.com for 

independent verification. That’s up from 54 million active websites about seven years 

ago.  In other words, ours is a huge and exploding market, with a mass-market customer 

base that no doubt rivals or exceeds the size of the intended audience for your products.  

Our most successful competitors include Wix, Weebly, Squarespace, Wordpress.com and 

GoDaddy.  These are companies with millions of users (Wix alone boasts of hosting 50 

million websites). They all engage in mass consumer advertising, including television, 

radio, print and extensive use of social networks and search engines. We all offer a 

similar product, with our own variations – a drag and drop website builder. Our product 

(as per our trademark) also includes, among many other features, a social network linking 

users, websites and external social media, a blogging tool with wide applicability and, 

various types of advertising. We are fantastically proud of our technological 

achievement, reducing the complex functionality of a professional content management 

system (“CMS”) to a simplified user interface for non-technical end users for our long-
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stated mission of “bringing Drupal to the masses.”  Making hard stuff easy for the public 
to do is one our primary company reasons for existence.   

Our product is equal to or better than the products of our better-known competitors and 
took us years to create. While we are in an earlier stage of brand recognition and mass 
marketing, we have a team of officers, directors, advisors and investors of the same 
caliber of experience and achievement as that of our competitors and we are entitled to 
the same level of protection of our trademark, and opportunity to market our product 
without interference, as these competitors. Had a third-party come along and infringed on 
the trademark of any of our competitors in the same manner as you are with “Buzzr”, 
when they were at a similar stage of corporate growth as us, then their businesses would 
have been killed. Instead, since they have been able to compete without massive 
infringement of the type you propose, they have created companies with multi-hundred 
million dollar and multi-billion dollar valuations.  

If you doubt our products and services were targeted to a mass audience from the very 
beginning, please read my first public blog post about the company, which had by then 
been in stealth for about a year. http://www.buzzr.com/content/why-startup-now-0 Or 
read this story in GigaOm, the well known technology blog, about our acquisition of the 
consumer e-commerce company, Tipzu https://gigaom.com/2009/08/05/419-drupal-cms-
buzzr-acquires-e-commerce-site-tipzu/ or this story on CMS Wire, the tech trade 
publication, about the same acquisition. http://www.cmswire.com/cms/web-cms/drupal-
cms-buzzr-snatches-ecommerce-site-tipzu-005261.php  Tipzu was also a company with 
mass-market consumer target. Or, to quote a different, November, 2009 story in CMS 
Wire, “Buzzr.. a Lullabot spawned startup [is] focused on bringing hosted Drupal 
solutions to the masses.” http://www.cmswire.com/cms/web-cms/whats-a-flutter-with-
drupal-start-up-buzzr-006016.php#null 

If this comes to trial, we will be able to present our business plans going back six years, 
including our P&L projections showing how we propose to get to $100 million in 
revenue with a $9.95 a month websites.  These plans were widely circulated to VCs and 
other investors. We will also be able to show the dozens of templated “Quickstart” 
websites we have created as starter templates for the mass market. Websites are easy to 
set up these days, thanks to technology from companies like Buzzr. People set up 
websites and mobile sites for their weddings and bar mitzvahs, their hobbies, their kids’ 
extracurricular activities, their pets, and more. Our latest technology, which we spent half 
a year building, is “responsive”, so the websites are optimized for a high degree of 
readability on mobile phones, further expanding our customer base.  

We have temporarily deemphasized our mass-market consumer products and services on 
the Buzzr.com homepage, perhaps leading to your confusion, because we now believe 
our product, built as a usability layer on top of one of the most complex professional 
platforms in this field, needs to be even more streamlined to reach biggest portion of the 
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A. Current Buzzr.com homepage  
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B. Previous Buzzr.com website 
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Exhibit F 
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